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Dennis Albrecht 



SUPPLEMENTAL COMMUNICATION TO THE 
PRELIMINARY AMENDMENTS OF DECEMBER 1 AND 11, 1989 

Commissioner of Patents 

and Trademarks 
Washington, D.C. 20231 

V ia FAX — 703/557-9564 

Dear Sir: 

supplementing the remarks contained in the 
Preliminary Amendments filed oh December 1/ 1989 and 
December 11, 1989, are the following comments. These are 
offered in view of certain comments made by the Examiner 
respecting the contents of the Preliminary Amendments, 

Applicant's request that the Examiner act upon the 
merits of all claims now pending before declaring any 
interference is in accordance with the policy requirements 
set forth in M.P.E.P. § 2305,01. That policy is stated as 
follows : 

"At the same time that the claims are suggested 
an action is made on each of the applications 
that are up for action by the examiner, whether 
they be new or amended cases. In this way 
possible motions under 37 CFR 1*633 (c) and (d) 
may be forestalled. That is, the action on the 
new or amended case may bring to light 
patentable claims that should be included as 
corresponding to the count of, or as forming 
the basis for an additional count of the 
interference, and, on the other hand, the 
rejection of unpatentable claims will serve to 
indicate to the opposing parties the position 
of the examiner with respect to such claims. 1 ' 
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Applicant believes that an action on the merits will 

"bring to light patentable claims that should be included 

. . . as forming the basis for an additional count ♦ . ♦ . " 

As M.P.E.P* S 2305 states: 

"The question of what claim or claims to 
suggest in the interfering application is one 
of great importance, and failure to suggest 
such claims as will define clearly the matter 
in issue leads to confusion and to prolongation 
of the contest. 

Before deciding what claim or claims to 
suggest to an applicant, the examiner should 
decide what the count or counts of the 
prospective interference will be, keeping in 
mind that the count must be patentable over the 
prior art and define the parties 1 common 
invention ( see M.P.E.P. § 2309 regarding the 
formation of counts). The claim suggested to 
the applicant need not be identical to the 
prospective count, but rather should be the 
broadest claim within the scope of the 
prospective count which the applicant's 
disclosure will support, and which is otherwise 
patentable to the applicant." 

The criticality of formulating a proper count is noted at 

M.P.E.P. § 2301.02 as follows: 

"A 1 count* defines interfering subject 
matter. An interference may have two counts 
only if the second count defines a "separate 
patentable invention 1 from the first count. 
The reason the second count must define a 
separate patentable invention is to permit the 
PTO to lawfully issue separate patents to 
different parties in an interference when a 
single party does not prevail as to all counts. 
A 'separate patentable invention 1 is defined in 
37 CFR § 1.601(n): 

Invention (A) is a "separate 
patentable invention* with respect to 
invention (B) when invention (A) is 
new (35 U.S.C. 102) and unobvious (35 
U.S.C. 103) in view of invention (B) 
assuming invention (B) is prior art 
with respect to invention (A)* 

The principles which must be kept in mind in formulating a 

count are identified at M.P.E.P. $ 2309.01: 
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"In formulating the count or counts, the 
examiner must decide two interrelated 
questions: (l) how many counts will there be, 
and (2) what will the scope of each count be. 
The following principles should be kept in 
mind. 

1, Each count must be drawn to a separate 
patentable invention, that is to say, the 
invention defined in each count must not be the 
same as, or obvious over, the invention defined 
in any other count. However, a count may 
properly be included if it is unobvious over 
another count, even though the reverse might 
not be true* For example, a count to a species 
and a count to a genus might properly both be 
included in the interference if the species is 
patentable over the genus, even through the 
genus might not be patentable, given the 
species 

2, A count should normally be 
sufficiently broad as to encompass the broadest 
corresponding patentable claim of each of the 
parties 

3, A count may not be so broad as to be 
unpatentable over the prior art . ..." 

During the telephone conversation with the Examiner 

following his receipt of the two Preliminary Amendments, 

he expressed doubt about the patentability of the broader 

claims urged by applicant as the appropriate basis for 

forming a count for a proposed interference* This is why 

the Examiner should first act on the merits of all pending 

claims as required by M.F.E.P. § 2305.01, Further, as the 

examiner is aware: 

" » . . The 'count 1 ... is merely the vehicle 
for contesting priority which, in the opinion 
of the Commissioner, effectively circumscribes 
the interfering subject matter, thereby 
determining what evidence will be regarded as 
relevant on the issue of priority. The 
•count, 1 as distinguished from a party's 
'claim,' need not be patentable to either party 
in the sense of being fully supported by either 
party' s disclosure .... 11 

Squires v^ Corbett , 194 U.S.P.Q. 513, 519 

(C.C.F.A. 1977) 
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If the Examiner's doubts about the patentability of 

the broader claims are based upon prior art, then he 

should act on the merits and isBue an action letter 

identifying the prior art and his rationale for the 

rejection. If the Examiner's doubts are based upon 35 

U.S.C. § 112 support, it should be evident from Squires 

that such concerns are inappropriate relative to a "count" 

as opposed to claims of a party. If the Examiner's doubts 

relate to a 35 U.S. C. § 112 question of overbreadth, then 

the Examiner is revested to consider Case y\ 

CPC International , Inc. , 221 U.S.F.Q. 196, 199 (Fed. Cir. 

1984), cert, denied , 105 S.Ct, 223, which states: 

"Dr. Case' also asserts that the phantom 
counts are 'bo broad as to fail to particularly 
point out and claim the invention in issue, and 
the "phantom" counts are thus unpatentable 
under 35 U.S.C. 112. 1 

[3] Case confuses • claims' and 'counts' 
throughout his argument but never is wider of 
the mark than here. The countB are not claims 
to an invention by either party. The purpose 
of the count is to determine what evidence is 
relevant to the issue of priority. Squires y r 
Corbett , 560 F,2d at 433, 194 U.S.P.Q. at 
513-19, 35 U.S.C. § 112, second paragraph 
relates only to actual claims. 

The Examiner is further requested to consider Hsinq v. 

Myers , 2 U.S.P.Q. 2d 1861, 1862, n.l (Bd. Pat* Int. 1986) 

which states: 

"... The count of an interference is merely the 
vehicle for contesting priority and need not be 
patentable under 35 U.S.C. 112 to either party. 

In re Kroekel , F.2d , 231 USPQ 640 

(Fed. Cir. 1986); Case v CPC International , 
Inc. , 730 F.2d 745, 221~USPQ 196 (Fed. Cir. 
1984), cert, denied , 105 S.Ct. 223 7 224 USPQ 
736 (1984); Squires y^ Corbett , 560 F.2d 424, 
194 USPQ 513 (CCPA 1977); Wiesner v^ Weiqert , 
666 F.2d 582, 212 USPQ 721 (CCPA 1981) and 
Hedqewick Akers, 497 F.2d 905, 182 USPQ 167, 
note 6 (CCPA 1974). See 9§ 1.601(f), 1.603 and 
1.606." 
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For reasons set forth in the remarks of the 
Preliminary Amendment filed December 1, 1989, Applicant 
believes broader claims 19, 22, 23, 25 andyor 26 are each 
patentable over the prior art. Such "doubts" as the 
Examiner may have about the patentability of such broader 
claims to Applicant under the written support or 
particularity requirements of 35 U.S.C. § 112 are not 
relevant "doubts" vis a vis the use of such broader claims 
us the basis for an interference count. 

Further, since the Board of Patent Appeals and 
Interferences now decides the issue of "patentability of 
che invention", see 37 C.F.R. g 1.655(a)(3), the Examiner 
should resolve his doubts in favor of patentability and 
utilize the broader claims as forming the basis for a 
count of the interference, if such broader claims are of 
"doubtful" patentability to Applicant, the opposing party 
in the interference may file a motion under 37 
C.F.R. § 1.633(a) and after full discussion of the issue 
by Responses and Replies under 37 C.F.R. § .1.638, the 
I2xaminer-in-Chief (EIC) will be able to decide the matter. 
Moreover, the decision of the EIC will then be subject to 
review by the Board of Patent Appeals and Interferences 
and thereafter, if necessary, by the Court of Appeals for 
the Federal Circuit or other reviewing Court. These 
reviews should provide more than enough safeguards for the 
Examiner's action if it becomes clear the claims are not 
patentable to someone under 35 U.S.C. § 103. 

Accordingly, before declaring an interference, the 
Examiner should either resolve his doubt now during ex 
parte prosecution so that Applicant may appeal and have 

-5- 
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the matter reviewed if the Examiner resolves his 

doubt against patentability. if there is reason to 

proceed with a declaration of interference before such 

"doubt" may be finally resolved by ex parte procedures, 

then for purposes of declaring such interference that 

"doubt" can safely be resolved in favor of declaring the 

interference on the broad count. Resolution of such doubt 

in favor of a broad count will enable the parties to fully 

discuss the issue in preliminary motions placing into 

action the self -correcting review procedures of the 

Examiner-ih-Chief ! s and the Board's seriatim authority to 

decide the issue of "patentability of the invention, 

If the Examiner is still in doubt or believes the 

practice of count formation to be obscure or confused 

ifter reflecting on it, it is submitted that the Examiner 

should follow the Btricture of M.P.E.P. § 2309,05: 

"The examiner should consult with one of 
the examiners -in- chief in any case of doubt or 
where the practice appears to be obscure or 
confused. In view of their specialized 
experience they may be able to suggest a course 
of action which will avoid considerable 
difficulty in the future treatment of the 
case." 

If still in doubt, the Examiner is requested to 
confer with Ronald Smith, author of the decision in Heymes 
L. Takaya , 6 U.S.P.Q.2d 1448 (Bd* Pat, Int, 1988) and the 
Examiner-in-Chief in Interference No. 101,981 which the 
Examiner previously set up to cover "123" superconductors. 
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Counsel apologizes for revisiting the question of the 
counts in the new interference proposed by the Examiner, 
but it iB so important to set up the correct interference 
that it seems imminently worthwhile. 



PRAVEL / GAMBRELL, HEWITT, 

KIMBALL & KRIEGER 
1177 West Loop South, 10th Floor. 
Houston, Texas 77027 
(713) 850-0909 



Date; December 27, 1989 
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15. Claims 9-12 are rejected under 35 U.S.C. 112, 

fourth paragraph, as being of Improper dependent form 
for failing to further limit the subject matter of a 
previous claim. 

Claims 9 to 12 are dependant on a cancelled 
claim. The Examiner assumes that applicant forgot the 
change the dependence from claim 1. 

16 • 706 following is a quotation of the first 

paragraph of 35 U.S.C. 112* 

The specification shall contain a written descrip- 
tion of the invention, and of the manner and pro- 
cess of making and using it, in such full, clear, 
concise, and exact terms as to enable any person 
skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use 
the same and shall set forth the best mode con- 
templated by the inventor of carrying out his 
invention. 

The specification is objected to under 35 U.S.C. 
112, first paragraph, as failing to provide an adequate 
written description. Applicant has still not corrected 
all errors pointed out in first Office action. If this 
is because, for example applicant really intends to 
claim that the plasma pressure Is about 130 to 140 
Megatorr, then additional enabling disclosure is 
necessary. 

18. Claims 1-16 are rejected under 35 U.S.C. 112, 

second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject 
matter which applicant regards as the Invention. 

In combining claim 2 with the independent 
claim, applicant seems to have left out the numerical 
upper limit of the alternating current. 
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19. The following is a quotation of the first 
paragraph of 35 U.8.C, 112t 

The specification shall contain a written descrip- 
tion of the invention, and of the manner and pro- 
cess of making and using it, in such full, clear, 
concise, and exact terms as to enable any person 
skilled in the art to which it pertains, or with 
which it is most nearly connected, to nake and use 
the sane and shall set forth the best mode con- 
templated by the inventor of carrying out his 
Invention. 

The specification is objected to under 35 U.S.C. 
112, first paragraph, as failing to provide an adequate 
disclosure. The composition of a tradename product is 
not immutable, hence to be used In a specification they 
must be described in the specification to tell what they 
contain. When adding such information, support In spe- 
cification as originally filed or from publication with 
a date prior to filing is required. 

20. The following is a quotation of 35 U.S.C. 103 
which forms the basis for all obviousness rejections set 
forth in this Office actloni 

A patent may not be obtained though the invention 
is not identically disclosed or described as set 
forth in section 102 of this title, if the dif- 
ferences between the subject matter sought to be 
patented and the prior art are such that the sub- 
ject matter as a whole would have been obvious at 
the time the invention was made to a person having 
ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be nega- 
tived by the manner In which the Invention was 
made. 

Subject matter developed by another person, which 
qualifies as prior art only under subsection <f ) 
and (g) of section 102 of this title, shall not 
preclude patentability under this section where the 
subject matter and the claimed Invention were, at 
the time the invention was made, owned by the same 
person or subject to an obligation of assignment to 
the same person. 
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21. Clairae 1, 3-4 and 6-16 remain rejected under 

35 U.S.C. 103 ae being unpatentable over Fuji! et al in 
view of Moore. 

Pujtl et al teaches treating a plastic 
substrate, for example polyethylene or polypropylene, in 
order to improve its properties. One of the embodiments 
discussed is low temperature plasma treatment (col. 2, 
lines 44-54). Fuji! et al then discusses coating the 
treated surface with a light or radiation curable resin 
composition. Many of the monomers suggested by Pujii et 
al (col. 4, lines 47-68) are the same as those discussed 
by the applicants in the specification as preferred for 
their "high nitrile resin", but Pujii et al is notably 
lacking in the use of nitrile. 

Moore discloses coating polymeric surfaces, 
such as polycarbonates, in order to improve the plastics 
properties, such as scratch resistance, the eame objec- 
tive as Pujii et al. Both Pujii et al and Moore teach 
the use of acrylates in their resins, but Moore also 
teaches the use of acryloni trllee as a major component, 
and curing, especially by use of UV radiation (col. 8, 
lines 12-14) forming a hard, non-tacky coating (col. 8, 
lines 20-23). The wide ranges of voltages, frequecies, 
electrode structures and pre-treatment vacuum chamber 
pressure mentioned in the claim are typical of those 
used commonly in the art. 
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It would have been obvious to on* of ordinary 
skill in the coatings art to use the specific coating 
taught by Moore in Pujii et al's more general procedure, 
especially since both references are treating plastics 
for the same purpose. 

22. Applicant's arguments filed 2/8/88 have been 

fully considered but they are not deemed to be per- 
suasive. 

Applicant's arguments concerning the Pujii et 
al reference are unpersuaslve. The following quotation 
is from pagea 4 and 5 of applicants' original specifica- 
tion! "the surface modification of the plastic is 
effected by a reaction of the plastic with a reactive 
gas plasma. ... Typical reactive gases include but are 
not limited to water, hydrogen, oxygen, nitrogen, aceto- 
nitrlte, ... Mote preferred are oxygen, water or a com- 
bination thereof. The reactive gas plasma does not 
include the use of nitrogen, or acetonitrile to modify 
the surface of polycarbonates". As is clear from this, 
both applicant and Pujii et al (col. 2, lines 44-50) 
teach a preference for oxygen and both teach the use of 
Nitrogen in reactive plasmas for the modification of 
plastics ingeneral. Applicant only teaches that 
Nitrogen is not used with the particular group of 
plastics called polycarbonates, not "cannot be used in 
their process". Also note, deletion from an application 
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after filing, doe a not remove the admission of 
information. There are no ligitimate grounds presented 
for applicants' contention that Pujii et al teach away 
from the instant invention. Therefore, Moors et al need 
not be applied to supply this deficiency which in fact 
does not exist. The rejection as stated remains proper 
since no changes of substance were made in the claims by 
this last amendment. 

23. References cited by applicant are noted and 
made of record. 

24. Applicant's amendment necessitated the new 
grounds of rejection. Accordingly, THIS ACTION is MADE 
PINAL. See MPEP 706.07(a). 

Applicant is reminded of the extension of time 
policy set forth in 37 CPR 1.136(a). The practice of 
automatically extending the shortened statutory period 
an additional month upon the filing of a timely first 
response to a final rejection has been discontinued by 
the Office. See 1021 TMOO 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS 
FINAL ACTION IS SET TO EXPIRE THREE MONTHS PROM THE DATE 
OP THIS ACTION. IK THE EVENT A PIRST RESPONSE IS PILED 
WITHIN TWO MONTHS OP THE MAILING DATE OP THIS PINAL 
ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER 
THE END OP THE THREE-MONTH SHORTENED STATUTORY PERIOD, 
THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE 
DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION 
FEE PURSUANT TO 37 CPR 1.136(a) WILL BE CALCULATED FROM 
THE MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT 
WILL THE STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN 
SIX MONTHS PROM THE DATE OP THIS FINAL ACTION. 

25. Any inquiry concerning this communication 
should be directed to M. L. Padgett at telephone number 
703-557-7930. 
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C^THE PERIOD FOR RESPONSE: 

□ U airlanded lb m'. 

conllnuee lo run — 3 «Vli.4lffttom the dale el (he Final Rejection 



ADVISORY ACTION (^iTN RECEIVED 

vL SEP 14 1983 
P £ i DIVISION 



. from the dttt of lit* Final Rejection 



□ expiree three montht from the dele ot the One* ruction or a* of the meflta B date ol thie Advitory Action, whichever li later. In no 
event however. wUI the eUtutory period lor reeponee expire later than tin month* from (he dale of the final rejection. 

, ', Any.extendon ol tlmo mutt be obtained by Ming • (Million undor 37 CFR 1.138(a), the propoeed reapona* and the appropriate 
fee. The dale on which Ihe retponee, the petition, and the fee have bMA fUed It the date of the reaponte and alto lh« dttt lor the 
purpotet of determining (he period ol attention and the corresponding amount of the fee. Any *>t«ntlon let punuent to 37 CFR 
1. 17 # will be calculated from th* data thai the thortoned statutory P«tod lor reapona* expiree at tat forth above, 

• Q Appellant"! Brief It due In, accordance with 37 CFR 1.192(a). 

L> Apptfcani'e retpon** lo ih* llnal rejection, tiled fjfal/X f? hat boan conaldarad with (he Mowing •Heel, but It l> not deemed to 
piaca lha application in condition for aoowanca: ' ' 

„t. .^Jr>e p/opoted arr^manta to lha i claim and/or specification will not ba anterad and lha final rejection itandt because: 

a. E})C There l*W convincing shewing undar 37 CFR 1.118(b) why the proposed amendment It neceaeary and'wae not aarllar 

presented. 

b. [Jf They ratte naw lacuat lhai would require furihafcontWaratton and/or seven. (Sao Nolo), 
c G^TheyratMtnelsweof newrnalleMSeeNottV ' 

d - ^JJJJ^J r * 001 <,##mdd 10 P 1 * 60 lne •OPWcatlon In baltar form lor appeal by materially reducing or afmpHfying lha laauaa lor 



, a. □ They present additional clalma without canoaWrtQ a corrtapondlng numbtr of OnaUy rt] acted claimt. 

NOTE: Hit tArtfmtLut^ ... ft Yn -it. l n + fl~i L y .(,>r ^ ^{ , 



j 'r^i j7 % ;; 1 * > fj W/ ,' iZL 
fluff n a tfnC — 



± 



2. D -Nawly proposed or amended clatmt 
'noiwelfowabte clalma* ,.. 



- would ba alowad (f aubmlttad In • aap*rataiy (Had amend mam ceooellkig the 



3. Upon the tiifrio'dt an' appeal, lha propoaed amendment □ will.be QC wIP not be. entered and lha tietua of the clatmt In thli 
. application would ba aa tollowa: ' - ■* N 



d claimt: , (ft 
Ctalm* objected ^ " 
Cltimt rejected: 



However; 

a. D The rejection of claim* . 

b. D Th* rejection of clalma « 



- on relerence* la deemed to be overcome by applicant'* ratpont*. 

- on non-referenc* jroundt only (a deemed lo ba overcome by applicant'* raaponta. 



4,0 Th« all IdavH, exhibit or requaef tor reconatderatlon ha* been con»td*red but does not overcome lha rejection. 

5. O The affidavit or exhibit wtO not ba conaiderad becauee applicant ha* not ahown good and eulflcleni raaaona why It wat not earUar 
presented.- 

. □ Th* propoted drawing correction Q na» □ ha* not boon approved by the axamtntr .* ' 
Q Other 
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